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For: TRANSGENIC NON-HUMAN AMINALS FOR 
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Attention: Office of Petitions 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

RESPONSE TO LETTER REGARDING OF PATENT TERM ADJUSTMENT 



This communication is in response to the Letter Regarding Patent Term Adjustment and 
Notice of Intent to Issue Certificate of Correction mailed September 20, 2007 from the U.S. 
Patent and Trademark Office. Specifically, Patentees respectfully maintain that for the 
following reason that they are entitled to 551 days of PTA instead of the 487 days granted in the 
Letter. 

A period of reduction in the Patent Term Adjustment was entered by the Office in 
association with the filing of a REQUEST FOR ACKNOWLEDGEMENT OF PREVIOUSLY 
SUBMITTED INFORMATION DISCLOSURE STATEMENT filed October 25, 2005 
(resubmitted December 19, 2005). The reduction reflects a period of 64 days beginning with 
receipt of the REQUEST by the Office (October 28, 2005) and ending on the day the REQUEST 
was considered by the Examiner (December 30, 2005). However, because the resubmission was 
not due to Patentees fault or delay, and because Patentees were in fact making reasonable efforts 
to conclude the processing and examination of the application during prosecution, the 64 days 
should not be counted against Patentees' PTA. Specifically, Patentees previously submitted the 
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same Information Disclosure Statement on two separate occasions earlier in the prosecution of 
the patent. However, in both instances and for no apparent reason, the Information Disclosure 
Statement submitted was not reviewed or acknowledged by the Examiner. In particular, the 
Information Disclosure Statement filed October 25, 2005 was initially submitted by Patentees on 
January 24, 1997 and received by the Office on January 28, 1997. (See enclosed Exhibit A, 
which includes a copy of the Information Disclosure Statement, Form-PTO 1449 and Return 
Receipt postcard date stamped by the Office on January 28, 1997.) The same Information 
Disclosure Statement was again submitted by patentees on March 9, 2001 and received by the 
Office on March 15, 2001 (See Exhibit B, which includes a copy of the Return Receipt Postcard 
and the Transmittal form for the submission). For no apparent reason, neither Information 
Disclosure Statement was reviewed by the Examiner. 

Therefore, because Patentees' made reasonable efforts to conclude processing and 
examination of the instant patent through multiple submissions of the same Information 
Disclosure Statement for the Examiner's consideration early the prosecution, they should not be 
penalized for the delay associated with the resubmission. Accordingly, Patentees respectfully 
request that the Office reinstate the period of reduction of 64 days and issue a certificate of 
correction showing a revised Patent Term Adjustment of 551 days instead of 487 days. 

Dated: October 26, 2007 Respectfully submitted, 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re application of: 



NILS X/ONBERG et al. 

Application No-: 08/728,463 

Filed: 10 October, 1996 

For: TRANSGENIC NON-HUMAN 
ANIMALS FOR PRODUCING 
HETEROLOGOUS ANTOBODIES 



Examiner: UNAS SIGNED 

Art Unit: UNASSIGNED 

INFORMATION DISCLOSURE 

STATEMENT UNDER 

37 CFR SI. 97 and SI. 98 



Assistant Commissioner for Patents 
Washington, D.C* 20231 



Sir: 

The disclosures cited on attached form PTO-14 49 are being 
called to the attention of the Examiner. Copies of some of the 
disclosures (references A1-C96) are not being provided pursuant 
to 37 C.F.R. 1.98(d), as those disclosures have been previously 
cited by or submitted to the Patent Office in prior applications 
Serial Nos. 07/810,279, 07/853,408, 08/161, 739 f 08/165,699, 
08/096,762, 08/352,322, and 08/209,741, to which the above 
identified application claims priority. 

This information disclosure statement is being filed before 
the mailing date of the first office action on the merits. 
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Niels LONG BERG et al • 
Application No-: 08/728,463 
Page 2 



PATENT 



It is respectfully requested that the cited information be 
expressly considered during the prosecution of this application, 
and the disclosures be made of record therein and appear among 
the "references cited" on any patent to issue therefrom. 

Res pect fully submitted, 




Randolph T, Apple 
Reg . No . 3 6,429 

TOWNS END and TOWN SEND and CREW LLP 
Two Embarcadero Center, 8th Floor 
San Francisco, California 94111-3834 
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